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1. Claims 22-23, 29-35, 38, 42, 43, 47, and 49 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Firstly, with respect to claim 32, improper Markush language has been set forth in that 
"groups" has been specified as opposed to "group". 

Secondly, applicants have claimed a polythiourethane/urea material; however, the 
rejected claims set forth no definitive limitation that mandates the use of either an isothiocyanate 
group containing reactant or a thiol containing reactant. It is noted that all sulfur containing 
groups specified within claim 22 that would yield the thiourethane group are specified as 
optional, due to the use of parentheses; and there is no definitive requirement that one of the 
reactants must be such that a thiourethane will result. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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3. Claims 22-24, 29, 30, 33-35, 38, 40, 42, 43, and 49 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 01/36507 Al in view of either Saegebarth ('841) or Bertozzi ('265). 

WO 01/36507 discloses an optical polymerizate, suitable for the production of optical 
lens material having a refractive index that exceeds that claimed, wherein the polymerizate is 
produced from an isocyanate functional prepolymer and an aromatic primary diamine, wherein 
the reactants contain sulfur atoms. Furthermore, given the disclosures within the reference, the 
position is taken that the thiol reactant used to produce the prepolymer encompasses oligomers or 
monomers having repeating units. See abstract, pages 3-24, and claim 7. 

4. Though the primary reference broadly discloses the use of thiol containing oligomers to 
produce the isocyanate functional prepolymer, the reference fails to disclose the specific use of a 
dithiol prepolymer that will yield a isocyanate terminated prepolymer free of disulfide linkage. 
Still, the use of oligomeric polyfunctional thiol compounds free of disulfide linkages as reactants 
for the production of polythiourethanes was known at the time of invention. This position is 
supported by the teachings of Saegebarth and Bertozzi. See column 1, lines 21-28 and 64+, 
within Saegebarth. See column 1, lines 46+ and column 5, lines 1+ within Bertozzi. 
Accordingly, since these oligomeric thiols are disclosed as being useful for the production of 
polyurethanes, and since they satisfy the requirements of the thiols of the primary reference, the 
position is take that it would have been obvious to employ these oligomeric thiols as the thiol 
reactant of the primary reference, so as to arrive at the instant invention. Given the teachings of 
the primary reference, one of ordinary skill would have expected such a substitution to yield a 
viable polythiourethane in accordance with the requirements and objectives of the primary 
reference. 
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5. Claims 22-24, 29, 30, 33-35, 38, 40, 42, and 49 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over WO 01/36508 Al in view of either Saegebarth ('841) or Bertozzi ('265). 

WO 01/36508 discloses an optical polymerizate, suitable for the production of optical 
lens material having a refractive index that exceeds that claimed, wherein the polymerizate is 
produced from an isocyanate functional prepolymer and an aromatic primary diamine, wherein 
the reactants contain sulfur atoms. Furthermore, given the disclosures within the reference, the 
position is taken that the thiol reactant used to produce the prepolymer encompasses oligomers or 
monomers having repeating units. See abstract, pages 3-23, and claim 7. 

6. Though the primary reference broadly discloses the use of thiol containing oligomers to 
produce the isocyanate functional prepolymer, the reference fails to disclose the specific use of a 
dithiol prepolymer that will yield a isocyanate terminated prepolymer free of disulfide linkage. 
Still, the use of oligomeric polyfunctional thiol compounds free of disulfide linkages as reactants 
for the production of polythiourethanes was known at the time of invention. This position is 
supported by the teachings of Saegebarth and Bertozzi. See column 1, lines 21-28 and 64+, 
within Saegebarth. See column 1, lines 46+ and column 5, lines 1+ within Bertozzi. 
Accordingly, since these oligomeric thiols are disclosed as being useful for the production of 
polyurethanes, and since they satisfy the requirements of the thiols of the primary reference, the 
position is take that it would have been obvious to employ these oligomeric thiols as the thiol 
reactant of the primary reference, so as to arrive at the instant invention. Given the teachings of 
the primary reference, one of ordinary skill would have expected such a substitution to yield a 
viable polythiourethane in accordance with the requirements and objectives of the primary 
reference. 
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7. Claims 28, 36, 37, 39, and 48 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Any inquiry concerning this communication should be directed to Rabon Sergent at 
telephone number (571) 272-1079. 

/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 

R. Sergent 
December 9, 2008 



